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DETAILED ACTION 
Summary 

1 . This is the initial Office action based on the Surface treated Steel Plate for Battery Cases 
and Battery Case Using Same filed on 02/18/2005. 

2. Claims 1-7 are currently pending and have been fiilly considered. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

4. The abstract of the disclosure is objected to because of a typing error. Applicant recites 
"A surface treated steep plate. . .and a battery case comprising the same are disclosed." The first 
sentence should read; "A surface treated steel plate. . .and a battery case comprising the same are 
disclosed." Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a prmted publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

6. Claims 1-3 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by SCHMIDT 
et al. (PCT Pub. No. WOOl/27355, using the English equivalent Patent No. US 6,923,897 Bl). 
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As to Claim 1, SCHMIDT et al. discloses a battery shell which consists of a steel cold 
band (col. 2, lines 56-57). Both outer and inner surfaces of said battery shell are coated 
with a cobalt alloy layer (claim 1 1) which may contain indium (col. 2, lines 49-55). 

As to Claim 2, SCHMIDT et al. discloses the product of the surface treated steel sheet 
with an indium layer formed on one of the surfaces. Claim 2 is a product-by-process 
claim. "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." (In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). The manufacturing 
process steps would not impart distinctive structural characteristics to the final product 
(MPEP 2113). Also, SCHMIDT et al. discloses a hard metal coating of an alloy 
containing nickel onto a surface of a battery shell, achieved by the process of 
electroplating (col. 1, lines 26-33). The product of SCHMIDT et al. would inherently be 
the same as that produced by electrolytic plating. 

As to Claim 3, SCHMIDT et al. discloses that the cobalt/indium alloy layer is formed on 
both surfaces of said battery shell (claim 11). 
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As to Claim 7, SCHMIDT et al. discloses the product of a battery case. Claim 7 is a 
product-by-process claim. "Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process." (In 
re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). The manufacturing 
process steps would not impart distinctive structural characteristics to the final product 
(MPEP 2113). Also, SCHMIDT et al. discloses a cold band (battery case) which has 
been subjected to a deep-drawing process (col. 4, lines 20-26). 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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9. Claims 4 and 5 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
SCHMIDT et al. (PCT Pub. No. WOOl/27355, using the English equivalent Patent No. US 
6,923,897 Bl). 

As to Claims 4 and 5, SCHMIDT et al. discloses a steel cold band wherein a cobalt alloy 
containing nickel (nickel alloy) (col. 2, lines 49-55) is coated onto both inner and outer 
surfaces (claim 11) of said steel cold band forming a surface treated steel sheet. 
SCHMIDT et al. also discloses an additional layer coated onto said cobalt/nickel alloy 
layer that leads to a better surface conductivity of the battery shell (col. 3, lines 7-15). 
Preferred materials are gold and palladium because of the reduction in contact resistance 
that they provide (col. 3, lines 7-11). SCHMIDT et al. does not expressly teach indium as 
a preferred material, along with gold and palladium, as the additional layer coated onto 
said nickel alloy. However, SCHMIDT et al. discloses that indium, palladium and gold 
are all acceptable in use for a coating for reducing said contact resistance, which in tum 
creates a greater surface conductivity (col. 2, lines 49-55). Therefore at the time of the 
invention, it would be obvious to a person having ordinary skill in the art to substitute 
indium for palladium or gold in the additional coating layer which is formed on the 
cobalt/nickel alloy layer in order to create a better surface conductivity as suggested by 
SCHMIDT et al. (col. 3, lines 7-10). 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over SCHMIDT et al. 
(PCT Pub. No. WOOl/27355, using the English equivalent Patent No. US 6,923,897 Bl) in view 
of OHMURA et al. (EP 1,103,638 Al). 
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As to Claim 6, SCHMIDT et al. discloses a battery shell which consists of a steel cold 
band (col. 2, lines 56-57). Both outer and inner surfaces of said battery shell are coated 
with a cobalt alloy layer (claim 1 1) containing nickel (nickel alloy (col. 2, lines 49-55). 
SCHMIDT et al. also discloses an additional layer coated onto said cobalt/nickel alloy 
layer that leads to a battery surface conductivity of the battery shell (col. 3, lines 7-15). 
Preferred materials are gold and palladium because of the reduction in contact resistance 
that they provide (col. 3, lines 7-11). SCHMIDT et al. does not expressly teach indium as 
a preferred material, along with gold and palladium, as the additional layer coated onto 
said nickel alloy. However, SCHMIDT et al. discloses that indium, palladium and gold 
are all acceptable in use for a coating for reducing said contact resistance, which in turn 
creates a greater surface conductivity (col. 2, lines 49-55). SCHMIDT et al. does not 
expressly disclose a surface treated steel sheet for a battery case, wherein said steel sheet 
has an iron-nickel diffused layer formed as a lower layer on the inner surface of said 
battery shell with said nickel alloy layer representing a middle layer, and an indium layer 
as the outermost layer. 

However, OHMURA et al. discloses a surface treated steel sheet for a battery container 
(pg. 3, [0019]) and the formation of a nickel-iron diffusion layer from a nickel plating 
layer by a heat treatment after plating (pg. 3, [0023]). OHMURA et al. also discloses that 
a nickel or nickel-alloy plating layer be formed on top of said diffusion layer. At the time 
of the invention, a person having ordinary skill in the art would have been motivated to 
apply a nickel-iron diffusion layer and a nickel or nickel-alloy plating layer formed on 
top of said diffusion layer as the lower layers on the inner surface of the battery shell of 
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SCHMIDT et al. in order to further prevent the peeling-off of the nickel plating layer 
from a steel substrate, as suggested by OHMURA et al. (pg. 3, [0023]). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam A. Arciero whose telephone number is 571-270-5 116. The 
examiner can normally be reached on Monday through Thursday, 7:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Barbara L. Gilliam can be reached on 571-272-1330. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AA 

/Barbara L. Gilliam/ 

Supervisory Patent Examiner, Art Unit 4128 



